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QUESTIONS PRESENTED 
1.   Whether the Federal Circuit erred in concluding 

that InterDigital’s substantial domestic licensing 
activities concerning the patents at issue satisfied the 
domestic industry requirement of 19 U.S.C. §1337. 

2.   Whether this case is an appropriate vehicle to 
consider the question now pending before the en banc 
Federal Circuit in Lighting Ballast Control LLC v. 
Philips Electronics North America Corp., concerning 
the standard of review for claim construction issues. 
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RULE 29.6 STATEMENT 
InterDigital, Inc., a publicly held company, is the 

parent corporation of respondents InterDigital 
Communications, Inc. and InterDigital Technology 
Corporation.  As counsel advised the Clerk by letter 
dated June 5, 2013, InterDigital Communications, 
LLC—a respondent listed in the petition for 
certiorari—recently changed its name to InterDigital 
Communications, Inc., to reflect its corporate 
conversion from a Pennsylvania limited liability 
company to a Delaware corporation.  
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INTRODUCTION 
Neither issue warrants this Court’s review.   
The central question presented for review is 

whether the Federal Circuit properly concluded that 
InterDigital’s substantial licensing activities 
concerning the patents at issue satisfy the “domestic 
industry” requirement of 19 U.S.C. §1337.  That 
question does not merit this Court’s review.  As Judge 
Bryson explained in his thorough opinion for the court, 
“[t]his is a classic case for the application of 
subparagraph (C)” of §337(a)(3)—which was added by 
Congress in 1988 explicitly to expand the domestic 
industry requirement to cover “licensing” activities—
given the indisputably substantial investment that 
InterDigital has made in the exploitation of the patents 
at issue through licensing.  Pet. App. 43a.  As Judge 
Bryson detailed, the Federal Circuit’s conclusion is 
amply supported by the text of §337, the legislative 
history of the 1988 amendment, and longstanding 
agency precedent.  Id. at 22a-25a, 39a-55a.  Petitioners’ 
contrary position is based largely on their 
interpretation of a phrase—“technical prong”—that 
does not appear in the statute, and policy arguments 
embroiled in an ongoing debate in the political 
branches about our patent system and related laws.  
Those arguments—echoed by petitioners’ amici—
provide no reason for this Court to grant certiorari and 
short-circuit that political process. 

The second question presented is a tag-along effort 
to exploit the Federal Circuit’s recent decision to 
consider en banc the appropriate standard of appellate 
review for claim construction issues.  Lighting Ballast 
Control LLC v. Philips Elecs. N. Am. Corp., 500 F. 
App’x 951 (Fed. Cir. 2013).  There is no reason for this 
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Court to leapfrog the Federal Circuit on this issue.  
Moreover, this case is a singularly poor vehicle for this 
Court to consider this issue because (i) the issue was 
neither pressed nor passed upon below, (ii) the issue is 
not outcome-determinative (because neither the ALJ’s 
nor the Federal Circuit’s ruling turned on any disputed 
issues of fact), and (iii) this case is interlocutory and has 
been remanded to the agency for further proceedings.  
Nor should this Court take the extraordinary step of 
holding the petition pending the Federal Circuit’s 
decision in Lighting Ballast—which likely will not issue 
for months and, in any event, could not warrant a GVR 
because it cannot affect the outcome here.  As the case 
proceeds below, petitioners may seek to avail 
themselves of any change in law in Lighting Ballast, 
consistent with waiver and forfeiture principles.  But 
there is no reason to grant review on this issue here. 

The petition should be denied. 

STATEMENT OF THE CASE 

A. Statutory Background 

A critical protection against pirating and unfair 
trade practices, §337 of the Tariff Act of 1930 prohibits 
the importation, sale for importation, or sale within the 
United States after importation of articles that 
infringe—or are produced using a process covered by—
a United States patent.  19 U.S.C. §1337(a)(l)(B).  It 
further provides that the Commission “shall 
investigate any alleged violation brought by complaint 
or on its own initiative” (id. §1337(b)(1)) and “shall 
determine, with respect to each investigation 
conducted by it under this section, whether or not 
there is a violation of this section” (id. §1337(c)).  

The petition focuses on §337’s longstanding 
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domestic industry requirement.  In order to find a §337 
violation based on an allegation of patent infringement, 
the Commission must determine that a domestic 
industry “relating to the articles protected by the 
patent … exists or is in the process of being 
established.”  Id. §1337(a)(2).  Such an industry exists if 
in the United States there is, with respect to the 
articles protected by the patent, (A) “significant 
investment in plant and equipment”; (B) “significant 
employment of labor or capital”; or (C) “substantial 
investment in [the patent’s] exploitation, including 
engineering, research and development, or licensing.”  
Id. §1337(a)(3)(A)-(C) (emphasis added).  The domestic 
industry in this case falls within the last category and, 
in particular, involves licensing activities.  Despite 
petitioners’ front-line and repeated reference to the 
domestic industry requirement’s so-called “‘technical’” 
and “‘economic’” prongs (Pet. 12-13, 17-20), those terms 
are absent from the statute. 

If the Commission finds there is a violation, “it shall 
direct that the articles concerned, imported by any 
person violating the provision of this section, be 
excluded from entry into the United States”—but only 
after weighing several public interest considerations.  
19 U.S.C. §1337(d)(1).  The Commission’s remedy is 
also subject to a 60-day presidential review period and 
will not take effect if “the President, for policy reasons, 
disapproves such determination.”  Id. §1337(j)(2).  

B. Factual Background 

Founded in 1972, InterDigital is one of the leading 
U.S. companies involved in the research, development, 
and licensing of intellectual property concerning the 
core functionalities of wireless technologies for mobile 
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devices, networks, and services.  Since 1993, 
InterDigital “‘has been engaged in research, 
development, engineering, and licensing of Code 
Division Multiple Access (CDMA) technology in the 
United States.’”  Pet. App. 43a (citation omitted), 386a.  
That work “transitioned into research, development, 
engineering, and licensing of Wideband CDMA 
technology”—one of the wireless communications 
standards often referred to as “3G.”  Id.   

Petitioners and their amici seek to paint a 
misleading picture of InterDigital’s business and incite 
policy concerns about the role of so-called 
“nonpracticing entities” (or NPEs).  But InterDigital 
does not simply take advantage of others’ inventions.  
InterDigital has been at the forefront of the 
development of digital wireless telephony since its 
founding.  It placed the first digital wireless call to the 
FCC Chairman in 1985; developed and demonstrated a 
broadband CDMA solution delivering video over five 
different wireless networks around the world in 1997; 
developed a protocol stack for a 3G chipset used in over 
350 million wireless devices worldwide in 1999 and 
2000; developed and launched the first R6 HSPA 
baseband ASIC, known as SlimChip, in 2008; and 
conducted the world’s first demonstration of Wi-Fi 
over dynamically selected TV white space in 2012.  
Moreover, InterDigital continues to play a prominent 
role in the development of wireless technology, having 
spent more than $650 million on a variety of research 
and development initiatives over the past decade.   

Among other things, InterDigital’s substantial 
investment resulted in a number of patents on 3G 
wireless technology, including the patents at issue in 
this case—U.S. Patent Nos. 7,190,966 (“’966 Patent”) 
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and 7,286,847 (“’847 Patent”) (“patents-in-suit”).  See 
Pet. App. 43a-44a.  Those two patents focus on 
controlling transmission power when a cell phone 
establishes contact with a cellular base station to 
initiate a call in a CDMA network.  Id. at 2a.  A CDMA 
network allows use of a single portion of the frequency 
spectrum for multiple simultaneous communications by 
employing a process known as “spreading,” which 
generally entails using one code (a spreading code) to 
increase the bandwidth of another signal.  Pet. App. 3a.  
But one problem with traditional CDMA systems was 
the tendency for signals within a given geographic area 
to interfere with one another.  Id.  The patents-in-suit 
combat that problem.  Id. at 3a-4a.   

InterDigital “‘licenses its wireless technology and 
patents to significant handset and device 
manufacturers throughout the world.’”  Id. at 43a 
(citation omitted).  From 1993 to 2006, InterDigital 
invested approximately $7.6 million in U.S. salaries and 
benefits for employees engaged in licensing activities.  
Id.  And at the time of the ALJ’s initial determination, 
InterDigital “received almost $1 billion in revenues 
from portfolio licenses (including the patents-in-suit) 
relating to its cellphone technology, which includes 
about $400 million attributable to licenses to its 3G 
technology.”  Id. at 43a-44a.  In 2007, “InterDigital had 
24 revenue-producing licenses to its U.S. patents, 
including the patents at issue, with major 
manufacturers of wireless devices, including Samsung, 
LG, Matsushita, Apple, and RIM.”  Id. at 45a.  And 
“InterDigital continues to negotiate agreements with 
companies that wish to make, use, and sell products 
using 3G technology.”  Id. at 387a. 

Petitioners are “involved in the design, 
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development, and manufacture of 3G mobile handsets,” 
and “distribute[] Nokia-branded handsets in the 
United States.”  Id. at 373a-74a. 

C. Commission Proceedings  

In 2007, InterDigital filed a complaint in the 
Commission under 19 U.S.C. §1337, seeking to bar 
petitioners from importing products that infringe 
InterDigital’s patents.  Certain 3G Mobile Handsets 
and Components Thereof, Inv. No. 337-TA-613.   

Prior to the hearing in the matter, the ALJ issued 
an order finding no dispute of material fact that there 
is a domestic industry based on InterDigital’s 
substantial licensing activities concerning the patents 
at issue.  Pet. App. 366a, 374a, 381a-94a.  The ALJ 
stressed that the “licensing” provision was added to 
the statute in 1988 “to expand the definition of 
‘domestic industry’ beyond manufacturers to include 
‘universities and other intellectual property owners 
who engage in extensive licensing of their rights to 
manufacturers.’”  Id. at 385a (citation omitted).  After 
reviewing InterDigital’s efforts, expenditures, and 
revenues relating to licensing 3G products, the ALJ 
found that InterDigital’s “licensing activities are 
substantial and connected to the asserted patents” and 
that “the asserted patents are important parts of 
InterDigital’s licensing program.”  Id. at 392a; see id. at 
43a-45a, 386a-93a.  Those findings are undisputed.  Id. 
at 25a.1 

                                                 
1  The confidential (and redacted) portions of the ALJ’s decision 

describe these activities in further detail.  Pet. App. 386a-90a. 
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After a five-day hearing, the ALJ issued a final 
initial determination addressing several issues, 
including claim construction (id. at 116a-210a), 
infringement (id. at 210a-40a), and validity (id. at 240a-
85a) of the patents-in-suit.  As relevant here, the ALJ 
construed “the claim term ‘code’ to be synonymous 
with ‘spreading code’”—and held that both mean “a 
sequence of chips”—even though the patentee 
intentionally used the narrower claim term “spreading 
code” in several specific instances.  Id. at 137a-52a.  The 
ALJ reasoned that the same “spreading code” 
limitation should be read into every claim because 
(i) “the asserted claims each relate to a CDMA system” 
and CDMA systems use spreading codes; and (ii) the 
codes identified in the specification are considered 
spreading codes (or portions of spreading codes)—
whether or not they “‘increase the bandwidth of 
information.’”  Id. at 151a-52a, 147a (citation omitted).  
In his infringement analysis, the ALJ narrowed his 
construction of “spreading code” to codes that are 
“used or intended to be used to increase the bandwidth 
of another signal” and, on that basis, found that 
petitioners’ products do not infringe.  Id. at 8a (citation 
and internal quotation marks omitted); see id. at 213a-
40a.  Accordingly, the ALJ found no infringement and 
no violation of §337.  Id. at 375a. 

The Commission declined to review (and thus 
adopted) the ALJ’s determinations, in relevant part.  
Id. at 89a-93a, 378a-80a.  The Commission reviewed, 
but ultimately took no position on, the ALJ’s validity 
determinations.  Id. at 92a. 

D. Federal Circuit Proceedings 

1.  The Federal Circuit affirmed the Commission’s 
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finding that there is a domestic industry, but reversed 
the Commission’s claim-construction ruling and 
remanded for further proceedings.  Judge Bryson 
explained for the court that the statutory text, 
legislative history, and consistent agency 
interpretation all confirm that a domestic industry can 
consist of “licensing activities”—when those activities 
are “substantial” and “related to the asserted 
patent[s].”  Id. at 24a.  Because petitioners “ha[d] not 
challenged” the Commission’s “extensive affirmative 
findings” that InterDigital’s licensing activities are 
both substantial and related to the asserted patents, 
the court affirmed the Commission’s holding that the 
domestic industry requirement is met.  Id. at 25a. 

The court, however, held that the Commission 
erred in its claim construction by limiting the claim 
term “code” to mean specifically a “spreading code.”  
Id. at 10a-18a.  The court applied the “normal rule 
giving claim terms their ordinary meaning” and 
explained that “by its plain language the term ‘code’ is 
broad enough to cover both a spreading code and a non-
spreading code.”  Id. at 10a-11a.  Moreover, the court 
found petitioners’ construction foreclosed by the claim 
language itself, which on its face differentiates between 
a “code” and a “spreading code” because independent 
claim 1 uses the broader term “code” and its dependent 
claim 5 further specifies that the “code is a spreading 
code.”  ’966 Patent cl. 5.  “The logic of the situation,” 
the court determined, “is as powerful as it is simple”:  
the Commission’s construction makes that dependent 
claim meaningless.  Pet. App. at 12a.  The court 
continued that nothing in the specification justifies the 
Commission’s anomalous departure from the plain 
language.  Id.  The court also reasoned that the 
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Commission erred by “using different definitions of the 
term ‘spreading code’ for purposes of claim 
construction and infringement,” and that the narrower 
definition it used for infringement improperly excluded 
preferred embodiments in the specification.  Id. at 16a-
17a. 

Judge Newman dissented, but only as to the claim 
construction holding.  In her view, the Commission had 
“correctly construed ‘code’ as a spreading code.”  Id. at 
26a; see id. at 25a-36a. 

2.  Petitioners sought rehearing, but only on the 
domestic industry issue.  Rehearing was denied (with 
no one other than Judge Newman dissenting), but the 
panel elaborated on its views about this issue in an 
opinion accompanying the denial of rehearing.  As 
Judge Bryson explained in issuing this supplemental 
opinion, “[b]ecause Nokia has made a much more 
detailed argument with respect to that issue than it did 
in its brief on the merits, a response to Nokia’s 
expanded submission is appropriate.”  Id. at 39a. 

Starting with the text of §337, the panel observed 
that “[t]he parties agree that the word ‘its’ in the last 
clause of paragraph 337(a)(3) refers to the intellectual 
property at issue.”  Id. at 40a.  The panel then 
explained that the statutory text requires that the 
“‘substantial investment in [the patent’s] exploitation, 
including engineering, research and development, or 
licensing’ must be ‘with respect to the articles 
protected by the patent.’”  Id. at 41a (quoting 19 U.S.C. 
§1337(a)(3)(C)).  “Thus,” the panel continued, “just as 
the ‘plant or equipment’ referred to in subparagraph 
(A) must exist with respect to articles protected by the 
patent, such as by producing protected goods, the 
research and development or licensing activities 
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referred to in subparagraph (C) must also exist with 
respect to articles protected by the patent, such as by 
licensing protected products.”  Id. 

The panel further explained that this interpretation 
squares with the manner in which the Commission “has 
consistently construed subparagraph (C).”  Id. at 41a-
42a (citing line of agency precedent).  The panel also 
reiterated that “cases such as this one were precisely 
the kinds of cases that Congress wanted to bring 
within the purview of section 337” when Congress 
amended the statute in 1988 to include the “licensing” 
language.  Id. at 46a-47a.  The panel pointed out that 
the 1988 statutory amendment expanding the domestic 
industry requirement was prompted by Commission 
decisions that unduly narrowed the domestic industry 
requirement, was specifically intended to enable 
“‘universities and other intellectual property owners 
who engage in extensive licensing of their [patent] 
rights to manufacturers’” to seek redress in the 
Commission forum, and “‘does not require actual 
production of the article in the United States if it can 
be demonstrated that significant investment and 
activities of the type enumerated are taking place in 
the United States.’”  Id. at 52a (quoting H.R. Rep. No. 
100-40, pt. 1, at 157 (1987) (“House Report”); S. Rep. 
No. 100-71, at 129 (1987) (“Senate Report”)).  
Petitioners’ policy arguments against finding that the 
domestic industry requirement is met is this case, the 
panel held, were answered by Congress in 1988.  Id. at 
55a. 

In the end, the panel observed that, although 
petitioners argue that “more is required by the phrase 
‘with respect to the articles protected by the patent,’” 
they are “notably vague about what exactly that is.”  
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Id. at 44a (citation omitted).  After looking carefully to 
the text of §337 and its legislative history, along with 
the Commission’s interpretation of the statute, the 
panel reaffirmed its conclusion that the domestic 
industry requirement is met in the circumstances of 
this case. 

Judge Newman dissented.  She argued that §337 
requires that the “‘articles protected by the patent’ 
must be produced in the United States” (id. at 58a)—a 
position petitioners have disclaimed (id. at 44a & n.1). 

3.  After the mandate issued, petitioners moved to 
recall the mandate in light of the Federal Circuit’s 
decision to consider en banc the standard of review for 
claim construction in Lighting Ballast.  Petitioners had 
not previously raised this issue on appeal in this case, 
and the court did not address the issue in its decisions.  
The court denied the motion to recall its mandate.  

REASONS FOR DENYING THE WRIT 

None of the customary criteria for certiorari is met.  
As Judge Bryson explained in his thorough opinion for 
the court, the conclusion that the domestic industry 
requirement is satisfied in this case is dictated by the 
text of §337, the legislative history of the 1988 
amendment that expanded the domestic industry 
requirement to cover licensing activities such as those 
at issue, and longstanding agency interpretations.  If 
there were any doubt about the proper construction of 
the statute, the Commission’s interpretation would be 
entitled to deference.  Petitioners’ policy objections to 
this result are unpersuasive and, in any event, are for 
Congress and not this Court.  The Federal Circuit 
simply gave effect to the intent of Congress to enlarge 
the domestic industry requirement to cover licensing 
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activities—when those activities are substantial and 
connected to exploitation of the patents at issue. 

Nor is there any conflict with this Court’s 
precedent, or any other.  In particular, petitioners’ 
assertion of a conflict with eBay Inc. v. MercExchange, 
L.L.C., 547 U.S. 388 (2006), is unfounded because it 
rests on the erroneous premise that the Federal 
Circuit improperly expanded the Commission’s role 
beyond that intended by Congress.  The traditional 
four-factor test for injunctive relief in eBay is 
inapplicable because Congress has deliberately 
provided the Commission as a forum to bar importation 
of goods when certain conditions, including the 
domestic industry requirement, are met.  Petitioners’ 
policy arguments for changing the standards under 
which the Commission may—or must—grant 
exclusionary relief, accordingly should be directed to 
Congress, not this Court.  This is the subject of an 
active and ongoing debate in the political branches.  
There is no reason for this Court to intervene in, or 
attempt to cut off, that debate.  And the ITC itself has 
sought to ensure that existing statutory limits, 
including the “domestic industry” requirement, are 
respected when NPEs bring complaints. 

Finally, the Court should decline petitioners’ 
fallback request that the Court convert this case into 
one about the proper standard of review for claim 
construction issues—an issue that was neither raised 
nor briefed nor argued nor decided below.  That issue is 
currently pending before the en banc Federal Circuit 
in Lighting Ballast, and this case would be an ill-suited 
vehicle in which to consider it anyway.  Not only did 
petitioners fail to raise this issue below, but the 
standard of review is not outcome-determinative in this 
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case.  On their own terms, neither of the decisions 
below turned on disputed factual findings concerning 
claim construction.  This case is therefore an unsuitable 
vehicle for review of this issue for the same basic 
reason that the Solicitor General recently 
recommended against review of the issue in 
Retractable Technologies, Inc. v. Becton, Dickinson & 
Co., 133 S. Ct. 833 (2013) (denying cert.).  See Br. for 
the United States as Amicus Curiae at 22, 2012 WL 
5940288 (Nov. 28, 2012) (“U.S. Retractable 
Technologies Br.”).  Moreover, this case is 
interlocutory and currently back before the agency.  On 
remand, the Commission will assess the validity of the 
patent claims in light of the Federal Circuit’s claim 
constructions, which could impact, or even negate, this 
issue.  And, in a subsequent appeal, petitioners may 
seek to avail themselves of Lighting Ballast if it 
changes the standard of review (and petitioners have 
not forfeited the argument). 

For the same reasons, there also is no reason for 
this Court to hold this case pending a decision by the 
Federal Circuit in Lighting Ballast—months from 
now—that will not affect the outcome here.    
Moreover, this Court should not invite the slew of 
requests that undoubtedly would follow by parties in 
future cases seeking indefinite holds for pending lower 
court  proceedings (en banc or not) if the Court were to 
grant petitioners’ request for a hold for the Federal 
Circuit’s decision in Lighting Ballast sometime in the 
future. 

Accordingly, the petition should be denied. 
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I. THE FEDERAL CIRCUIT’S DOMESTIC 
INDUSTRY RULING DOES NOT 
WARRANT THIS COURT’S REVIEW 

The focus of the petition is the Federal Circuit’s 
conclusion that InterDigital’s substantial licensing 
activities concerning the patents at issue satisfy the 
domestic industry requirement.  Because there is no 
circuit conflict on this issue (and, admittedly, one is 
unlikely to arise given the Federal Circuit’s exclusive 
jurisdiction over ITC cases), this is essentially an 
error-correction challenge.  It should be rejected. 

A. The Federal Circuit’s Interpretation Is 
Anchored In The Text, Legislative 
History, And Agency Interpretations  

1.  Although petitioners argue (at 12-13, 17-20) that 
the Federal Circuit’s interpretation is “flatly contrary 
to the text of section 337,” they base that argument 
largely on their interpretation of the so-called 
“‘technical’ prong and ‘economic’ prong” of §337—terms 
that do not appear in the statute.  The plain text of 
§337 compels the conclusion that the Federal Circuit 
correctly determined that the domestic industry 
requirement is met in this case. 

Under §337, a complainant alleging an unfair import 
practice based on patent infringement must show that 
“an industry in the United States, relating to the 
articles protected by the patent … exists or is in the 
process of being established.”  19 U.S.C. §1337(a)(2).  
For purposes of that domestic industry requirement:   

[A]n industry in the United States 
shall be considered to exist if there is in 
the United States, with respect to the 
articles protected by the patent … 
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concerned— 
(A) significant investment in plant and 

equipment;  
(B) significant employment of labor or 

capital; or 
(C) substantial investment in its 

exploitation, including engineering, 
research and development, or licensing. 

19 U.S.C. §1337(a)(3).   
Significantly, petitioners concede that “its” in 

subparagraph (C) refers to the “patent” (or patents) at 
issue.  Pet. App. 39a-40a.  So, in other words, there is a 
domestic industry under §337 “if there is in the United 
States, with respect to the articles protected by the 
patent[s], … substantial investment in [the patents’] 
exploitation, including … licensing.”  19 U.S.C. 
§1337(a)(3)(C).  On its face, §337(a)(3)(C) thus only 
requires substantial domestic investment in exploiting 
the patents by licensing activity relating to articles 
protected by the patents.  Pet. App. 39a-45a & n.2. 

Here, it is undisputed that InterDigital’s licensing 
activities are substantial and directed to the patents at 
issue.  But petitioners contend that the statute’s 
references to “the articles protected by the patent” 
mean that licensing activity alone cannot satisfy the 
domestic industry requirement, even when, as here, it 
concerns the underlying patents at issue.  Although 
petitioners have been (and continue to be) “notably 
vague” about what, exactly, is necessary to show a 
domestic industry (id. at 44a), they apparently believe 
that the statute requires actual production of articles—
by someone, somewhere, though not necessarily in the 
United States (see Pet. 23-24).  But to convert a statute 
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that is limited to activities in the United States and 
includes licensing, to a statute that excludes licensing 
and is not geographically limited to the United States 
turns the law on its head.  

The Federal Circuit correctly declined to add such a 
“production” requirement.  As Judge Bryson explained 
for the court, “[t]he ‘substantial investment in [the 
patent’s] exploitation, including engineering, research 
and development, or licensing’ must be ‘with respect to 
the articles protected by the patent,’ which means that 
the engineering, research and development, or 
licensing activities must pertain to products that are 
covered by the patent that is being asserted.”  Pet. 
App. 41a.  Under that text, a domestic industry can 
consist of “licensing activities” as long as they are 
“substantial” and “related to the asserted patent.”  Id. 
at 24a, 41a.  Indeed, that is the only reading that 
comports with the other two types of exploitation—
“engineering” and “research and development” listed 
in subparagraph (C)—which are routinely performed 
before an article is manufactured.  This interpretation 
gives effect to the phrase “articles protected by the 
patent.”  By contrast, petitioners’ reading of the 
statute would essentially eliminate “licensing” as an 
additional basis for satisfying the domestic industry 
requirement.  

As Congress surely appreciated when it added the 
licensing requirement, “licensing,” just like “research 
and development” and “engineering,” can—and often 
does—cover products before they are actually 
manufactured.  As the court noted (and petitioners do 
not challenge), when “this case was tried, InterDigital 
had 24 revenue-producing licenses to its U.S. patents, 
including the patents at issue, with major 
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manufacturers of wireless devices, including Samsung, 
LG, Matsushita, Apple, and RIM.”  Id. at 45a.  
Regardless of whether those licenses covered products 
that actually had been manufactured, were in product 
development, or could be manufactured, InterDigital’s 
substantial licensing activities fall squarely within the 
domestic industry requirement because they covered 
“articles protected by the patent.”  There is no textual 
basis for petitioners’ contrary interpretation.  Nor does 
requiring a complainant to point to actual “articles 
protected by the patent” add to the presence of a 
domestic industry, when petitioners themselves admit 
that the products may be manufactured overseas.   

Petitioners’ primary reliance on the extra-statutory 
“economic” and “technical” prongs is not only ironic in 
light of their insistence that the Federal Circuit 
misread “the text of section 337” (Pet. 12-13 (emphasis 
added)), but misplaced.  The Federal Circuit’s 
interpretation is consistent with that formulation 
insofar as “the ‘economic prong’ … requires that there 
be an industry in the United States, and the ‘technical 
prong’ … requires that the industry relate to articles 
protected by the patent.”  Pet. App. 41a.  Both of those 
requirements are satisfied here. 

2.  As Judge Bryson explained, the legislative 
history of subparagraph (C) strongly supports the 
Federal Circuit’s interpretation and “makes clear that 
cases such as this one were precisely the kinds of cases 
that Congress wanted to bring within the purview of 
section 337.”  Id. at 46a; see id. at 23a-24a, 46a-53a. 

In 1988, after extensive consideration, Congress 
amended the statute to clarify and expand the domestic 
industry requirement in response to what were viewed 
as “unduly narrow” Commission decisions on the scope 
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of the requirement.  Omnibus Trade and 
Competitiveness Act of 1988, Pub. L. No. 100-418, 
§1342(a), 102 Stat. 1107, 1212-13 (1988); see, e.g., 132 
Cong. Rec. H10001 (daily ed. Oct. 14, 1986) (statement 
of Rep. Rostenkowski), available at 1986 WL 788376.  
In particular, Congress considered the reaction to the 
Commission’s holding in the 1986 Gremlins case that a 
domestic industry required actual production of goods 
protected by the intellectual property, not just 
licensing covering such goods.  Certain Products With 
Gremlins Character Depictions, Inv. No. 337-TA-201, 
Comm’n Op. 11, 1986 ITC LEXIS 313, at *171 (1986) 
(“Gremlins”).2 

Echoing petitioners’ policy objections, the 
Commission in Gremlins hypothesized that finding a 
domestic industry based on licensing activities alone 
would distort the Commission’s role because such 
activities “could be performed by an importer” and 
“Congress did not intend to protect activities of 
importers when it enacted section 337.”  Id. at 10.  The 
Commission noted that, if “‘present-day “economic 
realities” call for a broader definition’” of domestic 
industry “‘to protect American interests …, it is for 
Congress, not the courts or the Commission, to 
legislate that policy.’”  Id. at 11 (citation omitted).  In 
1988, Congress heeded that call by amending §337(a), 
broadening the concept of domestic industry and 

                                                 
2  Contrary to petitioners’ suggestion (at 23), the Commission in 

Gremlins repeatedly stressed that the fatal defect in an industry 
comprised of “solely … licensing activities” was the lack of  
“production-related activities.”  Gremlins at 6 (emphasis added); 
see id. at 4 n.7, 5, 7, 8. 
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explicitly rejecting the Commission’s requirement that 
licensing activities be accompanied by actual 
production.  See Certain Stringed Musical Instruments 
and Components Thereof, Inv. No. 337-TA-586, 
Comm’n Op. 16, 2009 WL 5134139, at *11 (2008) 
(Congress overruled Gremlins by “allowing licensing 
and other non-manufacturing activities … to qualify as 
a domestic industry”). 

The key committee reports expressly acknowledge 
that the new language—and subparagraph (C) in 
particular—“does not require actual production of the 
article in the United States if it can be demonstrated 
that substantial investment and activities of the type 
enumerated are taking place in the United States.”  
House Report at 157; Senate Report at 129; see Pet. 
App. 51a-52a.  The purpose of the amendments, the 
reports stress, is “to strengthen the effectiveness of 
section 337 in addressing the growing problems being 
faced by U.S. companies from the importation of 
articles which infringe U.S. intellectual property 
rights.”  House Report at 155; Senate Report at 128.  
The reports also stressed that the new provision would 
“encompass universities and other intellectual property 
owners who engage in extensive licensing of their 
rights to manufacturers.”  House Report at 157; Senate 
Report at 129. 

Key legislators likewise recognized that the 
amendment was necessary in light of the changing 
information-based economy to ensure that a 
Commission remedy is available for entities that “make 
substantial investments in the creation of intellectual 
property and then license their creation,” but do not 
necessarily “exploit their invention by production in 
the United States.”  134 Cong. Rec. S4906 (daily ed. 
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Apr. 27, 1988) (Sen. Lautenberg); see also 132 Cong. 
Rec. 7118-19 (1986) (Rep. Kastenmeier); Pet. App. 47a-
48a. 

As Judge Bryson observed, this legislative history 
is “highly illuminating” (Pet. App. 47a), and confirms 
that, as the statutory text itself makes clear, the 
domestic industry requirement can be satisfied based 
on licensing activities concerning the intellectual 
property at issue, regardless of whether the articles 
protected by the patent have been manufactured. 

3.  At a minimum, even if the statutory text were 
ambiguous (and it is not), the Commission’s 
interpretation is reasonable and entitled to deference, 
as the Federal Circuit recognized.  Id. at 24a-25a (citing 
Chevron U.S.A., Inc. v. Natural Res. Def. Council, 
Inc., 467 U.S. 837 (1984)); see also City of Arlington v. 
FCC, 133 S. Ct. 1863 (2013). 

In its decision below, the Commission interpreted 
the statute by relying on the statutory text, legislative 
history, and agency precedent, and concluded that—
when substantial and related to the relevant 
intellectual property rights—licensing activities can 
establish a domestic industry.  Pet. App. 384a-93a.  And 
the Commission has long embraced that same 
interpretation—both before and after the decision 
below.  See, e.g., Certain Semiconductor Chips With 
Minimized Chip Package Size and Products 
Containing Same, Inv. No. 337-TA-432, Order No. 13 
at 4-5, 11-13, 2001 WL 1877710, at *3, *6-7 (2001) 
(“Semiconductor Chips”) (complainant “may establish 
that a domestic industry exists by relying solely on its 
investment in licensing, without showing that articles 
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are manufactured in the United States”).3 
Petitioners’ assertion that the agency precedents 

cited by the Federal Circuit “failed to grapple with the 
statutory text” and “rely only on passing references to 
legislative history” (Pet. 13, 21) is belied by the 
Commission’s decisions.  For example, in 
Semiconductor Chips (cited at Pet. App. 42a), the ALJ 
extensively quoted, analyzed, and relied on the 
statutory text, legislative history, and agency 
precedent, in concluding that “as a matter of law, a 
complainant is not required to show that it or one of its 
licensees practices a patent-in-suit in order to find that 
a domestic industry exists pursuant to 19 U.S.C. 
§1337(a)(3)(C), which pertains to licensing.”  
Semiconductor Chips at 4-5, 11-13.  Indeed, the ALJ 
expressly rejected the same textual argument that 
petitioners now raise—that “inasmuch as the statute 
refers in two places to ‘articles protected by the 
patent,’ the statute ‘demands a showing that articles 
covered by the patent(s) in suit exist.’”  Id. at 12 
(citation omitted).  Likewise, in numerous other cases, 
including the Commission decision here, see supra at 6, 
20-21 & n.3, the Commission has repeatedly expounded 
on its reasoning, relying on the statutory text, 
legislative history, and agency precedent—which is 
precisely “how statutory interpretation works.”   

                                                 
3  See also, e.g., Inv. No. 337-TA-709, 2011 WL 1523773, at *2-3 

(2011); Inv. No. 337-TA-605, 2008 WL 5626937, at *65 (2008); Inv. 
No. 337-TA-586, 2009 WL 5134139, at *10-11 (2008); Inv. No. 337-
TA-392, 1997 WL 696255, at *7-8 (1997); Inv. No. 337-TA-366, 1996 
WL 1056095, at *7 (1996); Inv. No. 337-TA-335, 1992 ITC LEXIS 
338, at *90-94 (1992). 
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Pet. 21.4   
Contrary to petitioners’ argument, the 

Commission’s consistent and longstanding 
interpretation is, at a minimum, reasonable and 
therefore entitled to Chevron deference.   

B. Petitioners’ Policy Arguments Are 
Unfounded And, In Any Event, Should 
Be Addressed To Congress 

In a sense, the petition is best viewed as a broad-
based policy attack on the domestic industry 
requirement as recalibrated by Congress in 1988.  
Petitioners and their amici claim that the Federal 
Circuit’s decision “dramatically dilut[es] the domestic 
industry requirement” and “improperly expands the 
ITC’s authority by transforming it from a specialized 
trade forum into an all-purpose patent court” that will 
improperly issue injunctive relief “as a matter of 
course,” unlike in traditional district court actions.  Pet. 
14, 28.  Those arguments are unpersuasive and, in any 
event, should be directed to Congress, not this Court. 

1.  The Federal Circuit’s decision faithfully gives 
effect to the role that Congress intended for the 
Commission when it added the “licensing” provision 
                                                 

4  Searching for agency inconsistency (Pet. 22), petitioners and 
the dissent (Pet. App. 79a-80a) cite two brief footnotes from an 
investigation twenty years ago.  Certain Integrated Circuit 
Telecommunication Chips, Inv. No. 337-TA-337, Order No. 44, 
1992 WL 811431, at *11 n.25 (July 22, 1992); id., Initial 
Determination at 99 n.87, 1993 WL 852414, at *43 n.87 (1993).  
They identify no other contrary authority in the last two 
decades—which, in any event, would not undermine the deference 
owed the Commission’s well-grounded and (overwhelmingly) 
predominant position. 
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(§1337(a)(3)(C)) in 1988—after considering the same 
sort of policy arguments that petitioners and their 
amici advance here.  As the Federal Circuit explained, 
“‘[t]he purpose of the Commission is to adjudicate 
trade disputes between U.S. industries and those who 
seek to import goods from abroad’”—and such 
industries include those “built on the exploitation of 
intellectual property through engineering, research 
and development, or licensing.”  Pet. App. 52a (quoting 
House Report at 157; Senate Report at 129), 55a.  The 
Federal Circuit recognized that Congress, by relaxing 
the domestic industry requirement, specifically enabled 
“‘universities and other intellectual property owners 
who engage in extensive licensing of their [patent] 
rights to manufacturers’” to seek redress in the 
Commission forum even absent “‘actual production of 
the article in the United States.’”  Id. (same). 

As Judge Bryson observed, “Congress has already 
given its response” to petitioners’ concerns about the 
Commission’s role.  Id. at 55a.  Indeed, petitioners’ 
policy arguments echo those expressed by the 
Commission in the Gremlins case when it refused to 
find a domestic industry based “solely [on] licensing 
activities,” Gremlins at 6—a position Congress 
emphatically rejected by promptly amending the 
statute.  Supra at 17-19.  Congress is certainly free to 
revisit this issue, if it believes that the pendulum has 
now swung too far in the other direction.  But this 
Court is the wrong forum in which to wage that policy 
debate, not to mention the wrong forum in which to try 
to change the statute to address petitioners’ policy 
objections. 

Moreover, whatever concerns petitioners might 
have at the margins about expanding the domestic 
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industry requirement to cover licensing activities, this 
case well illustrates why Congress amended the 
statute in 1988.  As the Federal Circuit explained, 
InterDigital has made substantial investment in 
licensing manufacturers to produce products that are 
protected by InterDigital’s patents—“a point on which 
the [ALJ] made extensive affirmative findings” and 
that petitioners have conceded.  Pet. App. 43a-44a; id. 
at 25a; see supra at 4-6.  For example, through 2006, 
InterDigital had invested $7.6 million in compensation 
for employees conducting licensing activities and 
received about $400 million in revenue from its licenses 
on 3G technology.  Id. at 43a-44a.  InterDigital had “24 
revenue-producing licenses to its U.S. patents, 
including the patents at issue, with major 
manufacturers of wireless devices.”  Id. at 45a.  In 
addition, there was “substantial investment by 
InterDigital in the research and development that led 
to the patents in suit,” which would provide an 
additional jurisdictional basis under subparagraph (C).  
Id. at 44a; see id. at 387a n.4.   

In short, as the ALJ found, InterDigital’s “licensing 
activities are substantial and connected to the asserted 
patents” and “the asserted patents are important parts 
of InterDigital’s licensing program.”  Id. at 392a.  By 
extensively exploiting its patents through its licensing 
activities, InterDigital is precisely the type of 
intellectual property owner that Congress sought to 
protect when it amended the statute in 1988.  See id. at 
52a; House Report at 157; Senate Report at 129.  
Petitioners’ attempt to disparage entities that “engage 
in ‘licensing alone’” as having “the least plausible need 
for the distinct protection of a specialized international 
trade tribunal” (Pet. 26) is unpersuasive. 
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2.  Petitioners’ attempt to gain steam from this 
Court’s decision in eBay Inc. v. MercExchange, L.L.C., 
547 U.S. 388 (2006), is unfounded.  To begin with, 
petitioners did not raise any objections before the 
panel about the scope of the Commission’s authority—
or mandate—to grant injunctive relief  in light of 
eBay.5  For good reason.  Congress did not impose the 
traditional limits on injunctive relief recognized in 
eBay on the Commission because of the special nature 
of the cases it hears.  Instead, Congress established a 
separate statutory remedy administered by the 
Commission—the whole purpose of which is to prevent 
importation in violation of intellectual property 
holders’ rights.  Unlike the Patent Act, which provides 
that district courts “may” enter injunctive relief, under 
§337, Congress directed that the Commission “shall” 
direct an exclusionary remedy.  See 19 U.S.C. 
§1337(d)(1).  It is therefore not only unsurprising—but 
by congressional design—that the Commission 
routinely grants relief barring importation upon 
finding a violation.  See Spansion, Inc. v. ITC, 629 F.3d 
1331, 1359 (Fed. Cir. 2010) (finding from the legislative 
history that Congress intended the ITC to issue 
exclusion orders in normal course, and rejecting the 
argument that §337’s public interest inquiry requires 
the ITC to apply the eBay test), cert. denied, 132 S. Ct. 
758 (2011).  Although the traditional limits on the 
availability of injunctive relief are unquestionably 
important, there is no dispute that Congress may 

                                                 
5  Petitioners waived the eBay argument by not raising it until 

seeking rehearing.  Pentax Corp. v. Robison, 135 F.3d 760, 762 
(Fed. Cir. 1998). 
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displace those limits as it sees fit. 
Moreover, Congress has already addressed many of 

the concerns hypothesized by petitioners.  For 
example, it has provided specific prerequisites for the 
Commission’s exclusionary remedy.  Those limitations 
differ from the traditional four-factor test for 
injunctions in the Article III courts, but they are 
limitations nevertheless.  As discussed, Congress also 
has maintained (and re-calibrated on occasion) the 
domestic industry requirement to ensure that not 
every domestic patent holder can seek relief in the 
Commission.  Congress has required the Commission 
to consider and weigh the remedy of exclusion against 
several public interest factors—including the public 
health and welfare, the competitive conditions in the 
United States economy, and United States 
consumers—before granting any exclusion order.  19 
U.S.C. §1337(d)(1), (f)(1).  And Congress has given the 
President wide discretion to reject the Commission’s 
remedy “for policy reasons,” id. §1337(j)(2)—authority 
recently exercised.  Memorandum from Michael 
Froman (Aug. 3, 2013), available at 
http://www.ustr.gov/sites/default/files/08032013%20Let
ter_1.pdf.  

Furthermore, the ITC itself has already taken steps 
to address the perceived “problem” of NPEs qualifying 
too easily as licensing domestic industries.  As the 
Federal Circuit noted below (Pet. App. 41a-42a), the 
Commission recently confirmed that satisfaction of the 
domestic industry requirement by proof of investment 
in patent licensing requires a showing that the 
investment (1) relates to the exploitation of the 
asserted patent, (2) relates to licensing, (3) is domestic, 
and (4) is substantial.  Certain Multimedia Display 
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and Navigation Devices, Inv. No. 337-TA-694, Comm’n 
Op. at 7-8, 2011 ITC LEXIS 2812, at *15-17 (2011).  
Regarding the nexus between a complainant’s 
investments in licensing and the particular asserted 
patents, the ITC articulated in that decision an 
enhanced six-factor test for licensing entities to 
demonstrate the relative value and/or importance of 
the patents asserted in an investigation.  Id. at 10-11.  
In addition, the ITC recently launched a pilot program 
to expedite resolution of a “potentially dispositive 
issue, such as the existence of a domestic industry” to 
reduce litigation costs.6  Thus, the ITC is taking 
additional steps to ensure that the statutory limits on 
its authority are respected and that meritless litigation 
can be expeditiously resolved.7 

Ultimately, petitioners’ eBay-related arguments 
add nothing to their “domestic industry” argument, as 
they reduce to the notion that the Federal Circuit 
improperly expanded the statutory jurisdiction of the 
Commission.  See, e.g., Pet. 14, 16.  As discussed, that 
premise is simply wrong.  To the extent petitioners 
have a distinct complaint about the absence of any 
inquiry into the eBay factors in ITC investigations, 

                                                 
6  See News Release 13-059, ITC, Faster Investigation 

Resolution, Lower Litigation Costs are Goals of USITC Section 
337 Pilot Program (June 24, 2013); Certain Products Having 
Laminated Packaging, Inv. No. 337-TA-874 (Sept. 3, 2013) (pilot 
program decision finding no domestic industry and distinguishing 
panel opinion). 

7  Another recent ITC order confirms it is continuing diligently 
to enforce and apply the domestic industry requirement within the 
statutory bounds correctly interpreted by the Federal Circuit 
here.  Inv. No. 337-TA-800 (Sept. 4, 2013). 
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that complaint is not ripe in this case.  The Commission 
has not yet evaluated the §337 public interest factors 
because the ALJ did not find a violation.  Moreover, 
these arguments are more appropriately made to 
Congress.8 

3.  Congress is fully capable of monitoring the 
situation at the Commission and acting when it deems 
appropriate, just as it did in 1988.  Moreover, the 
political branches are already actively engaged in this 
area.  See, e.g., Press Release, Office of the Press 
Secretary, White House, Fact Sheet: White House Task 
Force on High-Tech Patent Issues (June 4, 2013), 
available at http://www.whitehouse.gov/the-press-
office/2013/06/04/fact-sheet-white-house-task-force-
high-tech-patent-issues.9  Arguments are being waged 
on both sides.  There is no reason for this Court to 
enter, much less short-circuit, that political process. 

                                                 
8  Petitioners’ assertions of dire consequences stemming from 

the ITC’s domestic industry standard based on licensing and the 
inapplicability of eBay in ITC proceedings are primarily 
conjectural and unfounded in any event.  See, e.g., ITC, Facts and 
Trends Regarding USITC Section 337 Investigations (Apr. 15, 
2013), available at http://www.usitc.gov/press_room/documents/ 
featured_news/sec337factsupdate.pdf; Statement of Deanna 
Tanner Okun, Former Commissioner of ITC (Apr. 16, 2013), 
available at http://judiciary.house.gov/hearings/113th/04162013/ 
Okun%2004162013.pdf.  

9 Cf., e.g., Saving High-Tech Innovators from Egregious Legal 
Disputes Act of 2013, H.R. 845, 113th Cong. (2013) (NPEs to pay 
successful defendants’ costs and fees). 

http://www.whitehouse.gov/the-press-office/2013/06/04/
http://www.whitehouse.gov/the-press-office/2013/06/04/
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II. THERE IS NO REASON FOR THIS 
COURT TO GRANT REVIEW OF THE 
CLAIM CONSTRUCTION ISSUE EITHER 

Petitioners seek certiorari on a second issue, which 
they failed to raise below and which the Federal 
Circuit therefore did not address:  Whether the 
Federal Circuit should review claim constructions de 
novo, as that court previously held in Cybor Corp. v. 
FAS Technologies, Inc., 138 F.3d 1448 (Fed. Cir. 1998) 
(en banc), or instead afford some measure of deference 
to underlying factual findings.  The Federal Circuit 
recently agreed to consider that issue en banc in 
Lighting Ballast, 500 F. App’x at 951-52.  There is no 
basis for this Court to take up this issue here.  Nor is 
there any basis to grant petitioners’ unusual request 
for an indefinite hold pending Lighting Ballast. 

A. This Case Is A Singularly Poor Vehicle 
For This Court To Address The Claim 
Construction Issue  

For several reasons, this case is an inappropriate 
vehicle for this Court to address the claim construction 
issue raised by petitioners.  Indeed, if anything, this 
case is an even less apt vehicle for this Court to 
consider the issue than Retractable Technologies was. 

1.  At the outset, the issue is not properly presented 
here.  This Court ordinarily “‘do[es] not decide 
questions neither raised nor resolved below.’”  
Adarand Constructors, Inc. v. Mineta, 534 U.S. 103, 
109, (2001) (per curiam) (citation omitted); see also 
TRW Inc. v. Andrews, 534 U.S. 19, 34 (2001).  This case 
fits squarely within that general rule.  Petitioners 
failed to contest the standard of review for claim 
construction (or argue that deference to factual 
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determinations was warranted) either in its initial brief 
before the Federal Circuit or in its rehearing petition.  
See Nokia Fed. Cir. Br. 42 (conceding that construction 
of “code” is “a question of law to be resolved de novo”).  
And the Federal Circuit did not address the applicable 
standard of review for claim construction or cite Cybor 
in its decision below.  

Nor is there any reason for this Court to depart 
from its usual practice here.  Even though Cybor was 
controlling in the Federal Circuit, petitioners had 
reason to believe it was susceptible to challenge.  As 
petitioners  acknowledge, numerous Federal Circuit 
judges had called for reconsideration of the Cybor 
standard (Pet. 34), and commentators had observed 
that it was “only a matter of time” before the Federal 
Circuit revisited the issue, e.g., David L. McCombs et 
al., Intellectual Property Law, 60 SMU L. Rev. 1141, 
1160 (2007).  Indeed, the Federal Circuit granted 
rehearing en banc in Lighting Ballast shortly after 
denying petitioners’ rehearing petition.  The plaintiff in 
that case challenged Cybor in the Federal Circuit, and 
petitioners could have done the same.  The fact that 
this issue was neither pressed nor passed upon below is 
a sufficient reason to deny certiorari on it. 

2.  The standard of review for claim construction is 
not outcome-determinative in this case in any event.  
This case is thus unsuitable for the same fundamental 
reason the Solicitor General recommended against 
review in Retractable Technologies:  “[b]ecause the … 
claim-construction ruling did not depend on the 
resolution of any questions of fact, this case does not 
present the question whether a claim-construction 
ruling that is predicated on factual determinations 
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should nevertheless be subject to de novo appellate 
review.”  U.S. Retractable Technologies Br. 22 

Petitioners argue that, if the Federal Circuit here 
had afforded deference to the district court’s 
underlying factual findings, as it is being asked to do in 
Lighting Ballast, it would have upheld the ALJ’s claim 
construction.  Pet. 2, 35-36.  To that end, petitioners try 
to paint the ALJ’s decision-making process as fraught 
with factual determinations that the Federal Circuit 
rejected or ignored.  Id.  However, although the ALJ 
and Federal Circuit reached different results, each 
relied predominantly on the four corners of the patent 
and construed the claim terms as a matter of law.  
Accordingly, the Federal Circuit’s ultimate 
interpretation would not change even under a more 
deferential standard of review for factual findings.   

The ALJ prefaced his ruling by stressing that 
“[c]laim construction is a question of law” (Pet. App. 
116a);  that the claim language, specification, and other 
intrinsic evidence are paramount (id. at 116a-24a); and 
that extrinsic evidence cannot “‘vary[] or contradict[] 
the terms of the [patent] claims’” (id. at 124a-27a 
(citation omitted)).  The ALJ held that “code” should be 
limited to “spreading code” because (i) the claims 
involve CDMA systems and CDMA systems use 
spreading codes; and (ii) the codes identified in the 
specification (such as “short codes”) are considered 
spreading codes or portions of spreading codes.  The 
only extrinsic evidence that the ALJ referenced was 
undisputed—“consistent”—testimony from two 
experts and the inventor supporting the latter 
proposition.  Id. at 147a-48a & n.11.  That testimony 
used a definition of “spreading codes” as including 
codes that “do not increase the bandwidth of 
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information signals.”  Id. at 147a.  The ALJ did not 
resolve conflicting testimony or make credibility 
determinations. 

In turn, the Federal Circuit held that, as a matter of 
law, the ALJ’s construction was flatly inconsistent with 
the patent’s text.  Id. at 10a-17a.  The court reasoned 
that “by its plain language the term ‘code’ is broad 
enough to cover both a spreading code and a non-
spreading code.”  Id. at 11a.  Further, the court stated, 
the ALJ’s narrower construction incorrectly rendered 
claim language superfluous by reading the limitation 
from one dependent claim (which requires a “spreading 
code”) into all of the independent claims (which only 
more generally require a “code”).  Id. at 12a.  The court 
explained that “[t]he logic of the situation is as 
powerful as it is simple:  if the term ‘code’ means 
‘spreading code,’ then … [dependent] claim 5 [of the 
’966 patent] covers exactly the same subject matter” as 
independent claim 1.  Id.  But the court found nothing 
in the patent—such as “definitional language … or a 
clear disavowal of claim scope”—to support such an 
anomalous result.  Id.   

The Federal Circuit rejected both of the ALJ’s 
reasons for narrowing “code” to “spreading” code.  
First, the court explained that, although the claims are 
directed to CDMA systems and CDMA systems use 
spreading codes, that “does not mean that every code 
used in a CDMA system must be a spreading code.”  
App. 14a.  Second, the court explained that when the 
ALJ concluded that all of the codes in the specification 
were “spreading codes,” he used the broader definition 
of spreading code utilized by the experts and the 
specification—which encompasses codes regardless of 
whether they are “used or intended to be used to 
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increase the bandwidth of another signal.”  Id. at 16a.  
But the ALJ later changed that definition—narrowing 
“spreading codes” to “codes that are used or intended 
to be used to increase the bandwidth of another signal.”  
Id. at 17a; see also id. at 8a-9a.  The narrower definition 
erroneously excluded preferred embodiments in the 
specification—at least some of which undisputedly do 
not increase bandwidth.  Id. at 14a-17a.  The court did 
not reject the ALJ’s reliance on the undisputed expert 
testimony.  It rejected the ALJ’s legal errors of “using 
different definitions of the term ‘spreading code’ for 
purposes of claim construction and infringement” and 
excluding preferred embodiments.  Id. at 16a-17a.  
None of the Federal Circuit’s reasoning depends upon 
or rejects disputed factual findings. 

In sum, the court’s (correct) claim construction 
based on the intrinsic record—the language of the 
claims and the specification—would not change under a 
different standard of review for factual findings.  Even 
the dissent did not contend that the majority ignored 
any testimony or evidence, but instead merely 
disagreed with the majority’s legal conclusion.10   

3.  The interlocutory nature of this case also cuts 
against granting review on this issue.  The Federal 
Circuit remanded the matter for further proceedings 
(Pet. App. 25a), and this case is currently before the 
Commission.  This Court generally awaits a final 
decision before granting review, see Virginia Military 

                                                 
10  Nor does any fact-finding on “the characteristics of the 

‘person having ordinary skill in the art’” (Pet. 36 n.2) affect the 
outcome because none of the decisions below hinged on any 
disputed characteristics. 
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Inst. v. United States, 508 U.S. 946, 946 (1993) (Scalia, 
J., respecting the denial of certiorari), and there is good 
reason for doing so here.  For example, on remand the 
Commission will assess the validity of the patent claims 
in light of the Federal Circuit’s decision, which could 
negate the issue raised here and, in a subsequent 
appeal, petitioners may ask the Federal Circuit to 
reassess the claim construction if Lighting Ballast 
changes the standard of review, though petitioners will 
have to show that they have not waived or otherwise 
forfeited that argument by not challenging the 
standard of review for claim construction earlier in the 
case and that any change in the standard of review 
makes a difference in this case.   

4.  Finally, there is no reason for this Court to get 
out ahead of the Federal Circuit on this issue.  The 
Federal Circuit’s en banc decision in Lighting Ballast 
almost certainly will more fully air the proper standard 
of review for claim construction.  Even if the Court 
believed that plenary review of this issue were 
warranted, it would likely benefit from the Federal 
Circuit’s en banc consideration of the issue.  Moreover, 
any decision on whether this Court’s review is 
warranted at all on this issue could be informed by the 
result and reasoning that the Federal Circuit adopts.  
There is no reason for this Court to rush to grant 
certiorari on this issue in this case—where the issue 
was not passed upon, or even pressed, below. 

Any one of these substantial vehicle defects is a 
sufficient reason to deny certiorari on this issue.   

B. Nor Is There Any Reason To Hold This 
Case For A Lower Court Decision That 
May Not Be Issued For Months 

Nor should this Court take the extraordinary step 
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of holding the petition for the lower court’s decision in 
Lighting Ballast, which likely will not be issued for 
several months and perhaps not until 2014.  In the 
meantime, the Federal Circuit will resolve numerous 
patent infringement disputes (most of which involve 
claim construction issues) and, if this Court employs a 
“hold for Lighting Ballast” here, all of those cases 
would be subject to similar hold requests.  There is no 
reason to invite such disruption by holding this case. 

Indeed, a GVR would not be appropriate even if 
Lighting Ballast eventually changes the standard of 
review.  A GVR is “potentially appropriate” only 
where intervening developments “reveal a reasonable 
probability that the decision below rests upon a 
premise that the lower court would reject if given the 
opportunity for further consideration, and where it 
appears that such a redetermination may determine 
the ultimate outcome of the litigation.”  Lawrence v. 
Chater, 516 U.S. 163, 167 (1996).  Here, a GVR is not 
even “potentially appropriate” because, as discussed, 
the standard of review is not outcome-determinative. 

On at least one occasion, this Court has refused to 
GVR in similar circumstances—i.e., where the Federal 
Circuit had granted en banc rehearing to address the 
same claim construction issue presented here.  See 
Petition for Writ of Certiorari at 24-29, Gaus v. Conair 
Corp., 2004 WL 1799653 (Aug. 3, 2004) (requesting 
GVR in light of Federal Circuit’s grant of en banc 
rehearing to consider standard of review for claim 
construction); Gaus, 543 U.S. 927 (2004) (denying cert).  
Granting petitioners’ request for a hold/GVR would 
drastically expand the practice, inviting such attempts 
every time a lower court reconsiders its law en banc. 
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In any event, regardless of the desirability (or not) 
of such an expansive “hold” practice in the abstract, 
there is no reason to engage in it here.  Because this 
case is interlocutory, petitioners can seek to pursue any 
developments in Lighting Ballast below, to the extent 
allowed under normal waiver and forfeiture rules. 

CONCLUSION 
The petition for a writ of certiorari should be 

denied. 
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